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Dana Setnor Metzer, Esq. for applicant.

Cynthia H Mancini, Trademark Exam ning Attorney, Law O fice 109
(Deborah Cohn, Managi ng Attorney).

Bef ore Seehernman, Hohein and Hairston, Adm nistrative Tradenmark
Judges.

Opi ni on by Hohein, Adm nistrative Trademark Judge:

An application has been filed by El eanor Setnor, d.Db.a.
State City Insurance, to register the mark "STATE CI TY | NSURANCE"
for "insurance agency services in the field of |[ife, casualty,
heal th and homeowners insurance".!?

Regi stration has been finally refused under Section

2(d) of the Trademark Act, 15 U. S.C 81052(d), on the ground that

1 Ser. No. 74/435,054, filed on Septenmber 14, 1993, which alleges
dates of first use of July 1993. The word "I NSURANCE" is disclai nmed.
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applicant's mark, when applied to her services, so resenbles each
of the follow ng marks, which are owned by the sane registrant
for the indicated insurance underwiting services, as to be

likely to cause confusion, m stake or deception:

(i) "STATE FARM | NSURANCE COWVPANI ES, "
which is registered for "underwiting of
life, casualty, and fire insurance";?

(ii) "STATE FARM | NSURANCE" and desi gn,
which is registered as shown bel ow

INSURANCE

for "underwriting life insurance";?3

(iii) "STATE FARM | NSURANCE" and desi gn,
which is registered as depicted bel ow

2 Reg. No. 645,890, issued on May 21, 1957, which sets forth dates of
first use of January 1, 1930; second renewal .

3 Reg. No. 721,143, issued on Septenber 5, 1961, which sets forth
dates of first use of Decenber 8, 1959; first renewal. The words
"Auto," Life," "Fire" and "I NSURANCE" are discl ai med.
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STATE FARM

INSURANCE

for "underwiting life, casualty and fire insurance
busi ness"; 4 and

(1v) "STATE FARM | NSURANCE" for "underwriting
life, casualty and fire insurance".>

Applicant has appealed. Briefs have been filed,¢% but
an oral hearing was not requested. W affirmthe refusal to

register.

4 Reg. No. 1,087,834, issued on March 21, 1978, which sets forth
dates of first use of February 19, 1953; affidavit 88 accepted. The
words "Auto," Life," "Fire" and "I NSURANCE" are disclai ned.

5 Reg. No. 1,125,010, issued on Septenber 11, 1979, which sets forth
dates of first use of March 1, 1930; affidavit 88 accepted.

6 The Exam ning Attorney, with her brief, has attached a copy of Reg.
No. 1,668, 793, issued on Decenmber 17, 1991, for the mark "LI KE A GOCOD
NEI GHBOR, STATE FARM | S THERE" for "providing insurance agency
services" as support for her contention that "the cited marks nust

all be considered 'fanpbus' and 'strong' ...." In particular, the
Exam ning Attorney maintains that the cited nmarks "have been the

subj ect of fanpus nati onwi de advertising canpaigns in the print,
radi o and tel evision nedia" by registrant which, as "[e]veryone
knows, " have featured the slogan "LIKE A GOOD NElI GHBOR, STATE FARM | S
THERE" as "the tag |line of the Registrant's advertisenents for at

| east the last 20 years." In consequence thereof, the Exam ning
Attorney "respectfully requests that the Board permt the exam ning
attorney to insert such evidence on appeal or, in the alternative,
that the Board take judicial notice of that registered mark."
Furthernore, "[a]s additional evidence that the slogan is famous, the
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Turning first to consideration of the respective
services, it is clear that applicant's insurance agency services
inthe field of life, casualty, health and honmeowners i nsurance
are closely related to registrant's services of underwiting
life, casualty and fire insurance. Wile an insurance agency,
such as applicant, does not actually underwite the insurance
policies it offers, it nevertheless sells policies offered by one
or nore insurance underwiters. Because such policies are sold
ei ther by independent agents |ike applicant or by those enpl oyed
directly by the insurance underwiters, there is, as a practical
matter, essentially no difference, insofar as the ultimte

purchaser of life, casualty, fire or homeowners insurance is

exam ni ng attorney notes [in her brief] that the wording is included
in a book that lists the 5000 nost fanous advertising slogans of the
twentieth century." However, a copy of the relevant portions of the
cited publication, nanely, "Urdano, Laurence & Braunstein, Janet,
Every Bite a Delite and Other Slogans vii and 180 (Visible Ink Press
1995)," was neither nade of record nor does it accompany the

Exam ning Attorney's brief. The Board, noreover, does not take
judicial notice of registrations which reside in the Patent and
Trademark Office. See In re Duofold Inc., 184 USPQ 638, 640 (TTAB
1974).

Under Trademark Rule 2.142(d), the record in an application
shoul d be conplete prior to the filing of an appeal and the Board,
ordinarily, will not consider additional evidence submtted after an
appeal has been filed. Although applicant has not filed a reply
brief and, thus, has not raised an objection to consideration of any
addi tional evidence, it is plain that the additional evidence the
Exam ning Attorney seeks to rely upon was available prior to the
filing of the appeal in this case. In view thereof, and since in any
event the copy of the registration for registrant's slogan and the
purported excerpts froma publication listing allegedly well known
advertising slogans do not suffice to establish the asserted fane of
the cited marks thensel ves, the additional evidence referred to in
the Exam ning Attorney's brief will not be given further
consi deration. \Watever fame the cited marks may or may not have
accordingly is not a factor bearing upon the issue of I|ikelihood of
confusion in this appeal.
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concerned, between insurance policies bought through an

i ndependent i nsurance agency and those purchased through the

i nsurance underwiters' own agencies. Applicant, in her brief,
concedes that her insurance agency and registrant "are two

conpeting conpanies that sell the sane exact product[s]," nanely,
life, casualty, and honeowners or fire insurance policies, and
the Exam ning Attorney |ikewi se insists that "the [respective]
services are the sane." Consequently, if such services were to
be sold under the sane or simlar marks, confusion as to the
source of sponsorship thereof would be likely to occur.

Turning next to consideration of the respective marks,
we start with the proposition that, "[w] hen marks woul d appear on
virtually identical goods or services, the degree of simlarity
necessary to support a conclusion of |ikely confusion declines.™
Century 21 Real Estate Corp. v. Century Life of Anerica, 970 F.2d
874, 23 USPQ2d 1698, 1700 (Fed. G r. 1992), cert. denied, 506
U S 1034 (1994). Applicant argues, however, that the only words
comon to her mark and registrant's marks are the terns " STATE"
and "I NSURANCE". Because, as used in connection with insurance
agency services and insurance underwiting services, "it is clear
that the two ternms 'state' and 'insurance' are weak and
comonpl ace and[,] as such, are entitled to | ess protection” than
arbitrary or otherw se distinctive terns, applicant maintains
that confusion is not |ikely.

VWiile we agree with applicant that it is readily
apparent that the term "I NSURANCE" is weak in that it is generic

for the insurance services rendered by applicant and registrant,
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nothing in the record indicates that the term"STATE" is weak
either in the sense that it is descriptive of insurance services
or that it is commonly used in third-party marks in connection
wi th insurance services which are the sane as or simlar to those
i nvolved herein.” More inportantly, nothing in the record
suggests that marks which consist of or promnently include the
sequential conbination of the words "STATE" and "I NSURANCE' are
weak in the field of insurance agency and underwiting services.
In addition, while we recognize that the word "CITY" in
applicant's "STATE CI TY | NSURANCE" mark and the word "FARM' in
regi strant's "STATE FARM | NSURANCE" marks do not | ook or sound
al i ke and do not nean the sane, we concur with the Exam ni ng
Attorney that, when considered in their entireties, the

respective marks are substantially simlar in their structure and

7 Applicant, in her brief, refers to a list, which is also set forth
in her responses to the first two Ofice actions, of the foll ow ng
"insurance conpanies [which] are active and listed in the Florida
Underwriter magazine": "State Auto Property & Casualty |nsurance
Conmpany, " "State Auto Miutual I|nsurance Conpany" and "State Capita

I nsurance Conpany". The Exam ning Attorney, however, contends that
"the information should be given little weight in the overal

determ nation of |ikelihood of confusion." Anobng other things, the
Exam ning Attorney observes that the probative value thereof is
negligi bl e since applicant not only failed to provide a copy of the
pertinent portions of the nmagazi ne sought to be relied upon, but,
"[mMost inportantly, none of the |listed trade nanmes use[s] wording in
t he same manner as the marks at issue here and the trade nanes ..

carry far different commercial inpressions.” W agree that a nere
list, absent supporting docunentation, does not show third-party use
of trade nanes containing the word " STATE". Mor eover, even if

portions of the magazine containing the listings referred to by
applicant had been made of record, we concur with the Exami ning
Attorney that, in light of the very different commercial inpressions
engendered thereby, the asserted use solely in the State of Florida
of the three trade nanes nmentioned by applicant is not persuasive of
a finding of no |likelihood of confusion, especially in the further
absence of information relating to the nature and extent of such use.
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engender virtually the sane comrercial inpression.8 Each of such
mar ks features, as the initial portion thereof, the arbitrary
term " STATE," which is in turn separated fromthe generic term
"I NSURANCE" by a single, four-letter word which denotes a
geographi cal place. Applicant's mark, by using the sane format
as registrant's marks, readily calls to mnd such marks. As a
result, the marks project essentially the sane overall commerci al
inpression. See, e.g., Specialty Brands, Inc. v. Coffee Bean
Distributors, Inc., 748 F.2d 669, 223 USPQ 1281, 1283-85 (Fed.
Cr. 1984) [mark "SPI CE VALLEY" for teas is likely to cause
confusion with mark "SPI CE | SLANDS" for the sanme goods due, in
| arge neasure, to simlarity of comrercial inpression created by
the ""SPICE (place)' format" of the marks].

Furthernore, even while noting the difference between
the word "CITY" in applicant's mark and the term "FARM in

regi strant's marks, consuners may neverthel ess believe that

8 Al t hough not argued by applicant, we acknow edge that two of

regi strant's "STATE FARM | NSURANCE" mar ks contain various design
features, along with the words "Auto,"” "Life" and "Fire," and that a
third "STATE FARM | NSURANCE" mark ends with the additional word

" COMPANI ES" . However, as to the two marks with design features, we
share the Exam ning Attorney's observation that "the design elenents
inthose ... cited registrations are nerely geonetric carriers which
do not change the overall conmercial inpression” conveyed by the

mar ks, particularly since the words "Auto,"” "Life" and "Fire" are
generic terns and are displayed in a |l ess prom nent manner than the
wor ds " STATE FARM | NSURANCE". Simlarly, inasnuch as the words
"STATE FARM | NSURANCE, " unli ke the generic terns "Auto," "Life" and
"Fire," would be used by actual and prospective purchasers in asking
for and referring to registrant's services, such words dom nate over
the unbrella design which appears in one of registrant's design
marks. Finally, because the word "COWVMPANI ES" nerely describes those
who market registrant's services, the addition of such word to form
the mark "STATE FARM | NSURANCE COVPANI ES" does not convey a
comrercial inpression different fromthat projected by the mark

" STATE FARM | NSURANCE" .
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applicant's insurance agency, which is situated in the city of
Mam, Florida, sells insurance underwitten by registrant which
is specially designed to address the insurance needs of urban
busi nesses and residents. For all of the above reasons, we find
t hat cont enporaneous use of applicant's "STATE CI TY | NSURANCE"
mark and registrant's "STATE FARM | NSURANCE" marks in connection
with their respective insurance agency and underwiting services
is likely to cause confusion as to source or sponsorship.
Applicant insists, however, that confusion is not
i kel y because purchasers of insurance services are careful and
di scrimnating rather than inpul se shoppers. Wile we do not
guestion applicant's contention that "insurance is a product or
service that nobst consuners investigate cautiously before
purchasing," we note, as has the Exam ning Attorney, that the
fact that purchasers may be know edgeabl e or sophisticated in a
particular field does not necessarily nmean that they are
know edgeabl e or sophisticated in the field of trademarks or
i mune fromconfusion as to origin or affiliation. See, e.g.,
W ncharger Corp. v. R nco, Inc., 297 F. 2d 261, 132 USPQ 289, 292
(CCPA 1962); In re Deconbe, 9 USPQ2d 1812, 1814-15 (TTAB 1988);
and Inre Pellerin MInor Corp., 221 USPQ 558, 560 (TTAB 1983).
Applicant al so asserts that she "has not encountered
any confusion by consuners interested in purchasing insurance
fromher firm and that, in particular, "[n]ot one person has
i nqui red about whether State City Insurance and State Farm
| nsurance are related or ... the sane"” during nearly three years

of using her mark in the Mam, Florida area. However, because
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the record contains no evidence with respect to the nature and
extent of sinultaneous use of the marks "STATE CI TY | NSURANCE"
and " STATE FARM | NSURANCE" in the sane geographical area, the
asserted absence of any instances of actual confusion is sinply
not a neani ngful factor. Conpare Gllette Canada Inc. v. Ranir
Corp., 23 USPQRd 1768, 1774 (TTAB 1992) with In re General Mtors
Corp., 23 USPQ2d 1465, 1470-71 (TTAB 1992).

Deci sion: The refusal under Section 2(d) is affirned.

E. J. Seeherman

G D. Hohein

P. T. Hairston
Adm ni strative Tradenmark Judges,
Trademark Trial and Appeal Board



